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Conunissionor for Patents 
P.O. Box 1450 
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Sir: 

This is an Appeal Brief under Rule 41.37 ^pealing the final decision of the Primary 
Examine dated February 24, 2006. Each of the topics required by Rule 41.37 is presented 
herewith and is labeled appropriately. 
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f- Real Party in Interest 
Ttxe present application has not been assigned. Consequently, the Appellant of record, 
Rob Falke, is the real party in interest. 



II- Related Appeals and Interferences 

■ 

There are no appeals or interferences related to the present application of which the 



Appellants are aware. 



m. status of Clamw 
Claims 16-27 were withdrawn under a previous restriction requirement and have been 
canceUed without prejudice or disclaimer. Thus, claims 1-15, and 28-32 are currently pending 
and stand finally rejected. Claims 1-15 and 28-32 are present in the following Appendix. 
Appellant hereby appeals from the final rgection of claims 1-15 and 28-32. 



TV. Status ftf Amendments 
Following the final Omce Action of Febniary 24, 2006, Appellant filed a single after- 
final response on April 24, 2006. That response proposed no amendments to the appUcation. 
Consequently, its entry into the record has no bearing on the claims presented in the Appendix. 



y. Snmmarv nf ClaimM i Snhieet Matter 

Many people obtain objects throughout their hves that hold some sort of sentimental 
value or personal worth. Quite often, these people will hand down such objects to another 
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member of the family as a means of remembering them. This passfaig down of heirlooms 
continues ftom generation to generation within a femily. (Appellant's specification, paragraph 
0001). Many times a piece of furniture has been in a femily for generations, passed on &om one 
member to the next. In such cases, the furniture piece is. understandably, quite valuable to its 
owner. It provides a link to family members who once lived, a means of preserving their past 

(Appellant's specification, paragraph 0003). 

Writings, drawings, paintings and the like are also methods of preserving the past. 
Similar to the aforementioned piece of furniture, writings and other recordings may also be 
passed on within a family for generations, thus providing a link to the past. In this way, these 
writings and other recordings become heirlooms withhx a famUy. (Appellant's specification, 

■ 

paragraph 0004). 

Appellant's specification describes a method and system for storing and preserving 
writings and memoranda to enhance the vajue of an heirloom. The writings and memoranda are 
stored in and/or o» a piece of furniture specifically designed for storing such writings. The term 
"writings" may include, but is not Umited to, handwritten letters, words, phrases, names, initials, 
signatures, drawings, sketches, paintings, or any other form of markings. Writings may be made, 
for example, with any one or more of the following: pencil, pen, marker, paintbrush, 
woodbuming tool, carving tool, etching tool, brush, imprint, stamp, etc. The writing surface is of 
a material from which the furniture itself is made, such as wood, plastic, metal, ceramic, marble 
or other material, which may be marked. (Appellant's specification, paragraph 0017). In a 
variety of examples, the writings may he stored on planks, tablets or drawers built into, on or 
attached to (e.g., hinged to) the piece of furniture, (Appellant's specification, paragraph 0018). 
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These writings may be the name of a person, his or her signature, and/or the date. The 
writings may also include other words, genealogical forms, historical event formats and phrases 
describing the person, an event, or time of significance. The writings may be written on the 
surface of the drawer with a writing instrument. Alternatively, the writings maybe carved, 
burned, chiseled, drawn, etched, stamped, laser carved, painted, or otherwise marked onto the 
surface of the plank (105), tablet (820, FIG. 8) or drawer (106, FIG. 3). The piece of fUmiture 
(101) serves as a protection to the writings, thus preserving them for future generations. 
(Appellant's specification, paragraph 0021). 

The piece of furniture (101) may also be associated with a set of instructions (130) that 
explain the intended use of the planls, tablet or drawer as a surface to receive writings or other 
markings that record history, e.g., the history of the furniture owner or owners. The furoiture 
(101) may be offered for sale with the instructions (130) associated with the furniture, e.g., tied, 
taped or secured to the furniture or displayed with the fiimiture. (Appellant's specification, 
paragraph 0023). 



VI. Grounds of Rejection to be Reviewed on Appeal 
In the final Office Action, ttie following grounds of rejection were made: 

(1) Claim 12 was rejected under 35 U.S.C. § 1 12, second paragrapl^ and 

(2) Clauns 1-14 and 28-32 were rejected under 35 U.S.C. § 103(a) over the teachings of 
U.S. Patent No. 1,569,486 to Hardin ("Hardin") taken alone. 

(3) Claims 1-5, 8-15 and 28-32 were rejected under 35 U.S.C. § 103(a) over the teachings 
of U.S. Patent No. 6,735,83 1 to Greiwe et al. ("Greiwe") taken alone. 
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(4) Claims 1-3, 6-11. 28 and 30-32 were rejected under 35 U.S.C. § 103(a) over the 
teachings of U.S. Patent No. 668,582 to McCUntock CMcClintock") taken alone. 

Appellant hereby request review of each of these four grounds of rejection on the present 

appeal. 



VII. Aremnent 



ClaiTn 12 (35 T T S r. ^112. Second Paragraph): 

The Office Action rejected claim 12 under 35 U.S.C. § 1 12, second paragraph, because, 
according to the Action, "it is unclear how carving, wood burning, etching, brush marks, imprints 
and stamps can be considered handwritten writings." (Action of 2/24/06, p. 3). Appellant 
respectfully disagrees. In carving, wood burning, etching, etc. a human uses an instrument, such 
as a knife, wood burner, etc., to produce writing. This writing is thus handwritten in the same 
sense as if the writer were holding a pen or pencil. On this point, Appellant's specification 
expressly states that: "Writings may be made, for example, with any one or more of the 
foilowing: pencil, pen, marker, paintbrush, woodburaing tool, carving tool, etching tool, brush, 
imprint, stamp, etc." (Appellant's specification, paragr^h 0017). Consequently, claim 12 is 
thought to be clear and consistent wifli the othCT claims. Thus, the rejection of claim 12 under § 
112, second paragraph, should not be sustained. 
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Cl qims 1-15 aj H y.R.'M fPrior Artl: 

Appellant's specification describes "a method and system for storing and preserving 
writings and mwnoranda to enhance the value of an heirloom. The writings and memoranda may 
be stored and preserved in a variety of methods. In one embodiment, the writings wiU be stored 
in and/or on a piece of furniture specifically designed for storing such writings." (Appellant's 
specification, paragraph 0017). In the embodiment claimed, the writings are made dixectty on a 
surface of the furniture specifically intended for that pmpose. As stated in Appellant's 
specification, "the writing surface may be any type of wood, plastic, metal, ceramic, marble or 
other material, which may be marked." (Id.). "More specificaUy, the writings may be stored on 
planks, tablets or drawers built into, on or attached to (e.g., hinged to) the piece of firaiiture." 
(Appellant's specification, paragraph 0018). 

This concept appears expressly in Appellant's claim 1. Claim 1 recites: "A method for 
storing handwritten writings, said method comprising storing said handwritten writings on a 
piece of furniture, wherein said furniture comprises a member comprising a surface of a material 
used to construct said furniture that is configured to permanetUly receive said handwritten 

writings." (emphasis added). Thus, claim 1 expressly recites that the surface receiving the 
handwritten writings is of "a material used to construct the furniture," e.g. wood, plastic metal, 
etc. 

In contrast, the three prior art referaaces cited generally do not teach or suggest the 
claimed method in which a surface of a material that is used to construct a piece of flimiture is 
configured to permanently receive handwritten writings. Rather, the prior art referaices cited 
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either do not teach or suggest handwritten writings or merely teach temporarily securing a piece 
of paper that may bear handwriting to some fuxniturc-likc structure. 

For example, Hardin teaches a desk in which sheets of paper may be kept under a 
transparent plate. According to Hardin, "the sheets bearing the memoranda, data, or other 
subject-matter are placed between the mat and glass plate for inspection through the transparent 
plate." (Hardin, lines 82-87). Hardin does not teach or suggest the claimed method in which 
handwritten writings are stored on a surface of a material used to constnict a piece of fiiimttire 
that is configured to peraianently receive such writings. 

Greiwe teaches a "cremation remains container" that includes a memorial plaque (70). 
However, the plaque taught by Greiwe is not 'liandwritten." Griewe does not teach or suggest 
that the plaque can be handwritten. One of skiU in the art would not conclude that the plaque 
taught by Griewe is handwritten. To the contrary, viewing the illustrations provided by Greiwe, 
the plaque (70) is clearly not handwritten. "Ebius, Griewe does not teach or suggest the claimed 
method of storing handwritten writings with furniture having a surface configured to pemMuently 



receive 



handwritten writings. Hiere is no teaching or suggestion in Griewe of a surface 



specifically configured to permanently receive handwritten writings as claimed. 

Lastly, McClintock does not teach or suggest the claimed method for storing handwritten 
writings on a piece of finniture, where the fiimiture comprises "a member comprising a surface 
of a material used to construct said furniture that is configured to permanently receive said 
handwritten writings:' Rather, McClintock, merely teaches a "tablet file case" in which "file 
drawers" (4) include fasteners (17) that are used to secure p^ers including "different printed 
fonns" in the file drawer (4). (McClintock, page 2, lines 1-17). 
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ITius, McClintock, similar to Hardin, merely teaches a method of securing printed paper 
forms to structure, in this case a file drawer. McClintock does not teach or suggest the claimed 
method of "storing handwritten writings, said method conaprising storing said handwritten 
writings on a piece of furniture, wherein said furniture comprises a member comprising a surface 
of a material used to construct said furniture that is configured to permanently receive said 
handwritten writings." (emphasis added). 

"To establish prima fecie obviousness of a claimed invention, all the claim limitations 
must be taught or suggested by the prior art. Inre Royka, 490 F. 2d 180 USPQ 580 (CCPA 
1974)." M.P.E J. § 2143.03. Accord. M.P.E.P. § 706.02G). For at least these reasons, the 
rejections based on Hardin, Greiwe and McClintock should not be sustained. 



In maJdng the foregoing rejections under § 103, the Office appears to assume subject 
matter or read teachings into the prior art that are not actually there. To the extent that the Office 
is attempting in these instances to take "official notice,'» Appellant invokes Appellant's right to 
request that prior art supporting the official notice be made of record. 

"The examiner may take official notice of facts outside of the record which are capable of 
instant and unquestionable demonstration as being "well-known" in the art. J» re Ahlert, 424 F. 

2d 1088, 165 USPQ 418, 420 (CCPA 1970) If the Appellant traverses such an assertion the 

examiner should cite a reference in support of his or her position." M.P.E.P § 2144.03. 

Specifically, Appellant had requested, prior to fiUng this appeal, that the Office cite prior 
art that shows actual handwritten writings on a surface of a material used to construct a piece of 
furniture as recited in claim 1. This request was ignored. 
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Claim!: 

Claim 2 recites; "The method of claim 1, ftirthcr comprising prepwing said member with 
markings to facilitate placement of said vwitings on said member." Appellant had requested, 
prior to filing this appeals that the Office cite prior art showing markings on a surface of a 
material used to construct a piece of furniture that are to facilitate the placement of handwritten 
writing (claim 2). This request was ignored. 



Claim 6: 

Claim 6 recites: "The method of claim 3, wherein said member comprises a drawer." 
Appellant had requested, prior to filing this appeal, that the Office cite prior art actually teaching 
handwritten writings on a drawer (claim 6) of a piece of fiimiture, rather than merely on paper 
attached to a drawer. This request was ignored. 



Claim 10: 

Claim 10 recites: "The method of claim 9, wherein said writings comprise a signature." 
Appellant had requested prior to filing this appeal that the Office cite prior art teaching a 
handwritten signature on a surface of a material used to construct a piece of fiimiture (claim 10). 
None of the cited prior art references even mention a signature. This request was ignored. 
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Claim 14: 

Claim 14 recites: "The method of claim 2, wherein aaid markings comprise grooves/' 
Appellant had requested, prior to filing this appeal, that the Office cite prior art teaching that 
such maiidngs are grooves (claim 14). This request was ignored. 



Claim 28: 

Claim 28 recites: The method of claim 1, fUrther comprising specifically designating said 
member as being intended to receive said handwritten writings in materials presented with said 
furniture when said iiiiniture is ofifered for sale and has not yet received said handwritten 
writings." Appellant had requested, prior to filing this appeal, that the Office cite prior art 
actuaUy teaching materials presented with furniture at the time of sale that designate a member of 
the furniture are being intended to receive the handwritten writings (claim 28). No such 
teachings has been indicated in the prior art. In fact, the recent final Office AcOon does not 
appear to even attempt to address the subject matter of claim 26. 



Claim 30: 

Claim 30 recites: "The method of claim 2, wherein said markings comprise a 
genealogical form." Appellant had requested, prior to filing this appeal, thai the Office cite prior 
art actuaUy teaching a genealogical form on a surface of a material used to construct a piece of 
furniture (claim 30). No such subject matter has been indicated in the prior art, and AppeUant's 
request was ignored. 
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In view of the foregoing, it is submitted that the final rejectLon of the pending dawns is 
improper and should not be sustained. Therefore, a reversal of the Final Rejection of February 



24, 2006 is respectfully requested. 



DATE: July 21, 2006 



Respectfully submitted, 




Deven 

Registration No. 40,326 



Steven L, Nichols, Esq. 
Managing Partner, Utah Office 
Rader Fishman & Grauer PLLC 
River Park Corporate Center One 
10653 River Front Parkway, Suite 150 
South Jordan, Utah 84095 
(801) 572-8066 
(801) 572-7666 (fax) 



CERTIFICATE OF TRANSMISSION 



I hereby certify that this coirespondence is being transmitted to the Patent & Trademark 
Ice facslmileTniijiber 57l>:273^3Qa Qn- Julv 21. 2006 . Number of Pages: 19 






Rebecca R. Scl 
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VITT. CLAIMS APPENDIX 



1. (previously presented) A method for storing handwritten writings, said method 
comprising storing said handwritten writings on a piece of fiumiture. wherein said furniture 
comprises a member comprising a surface of a material used to construct said fiixniture that is 
configured to permanently recdve said handwritten writings. 



2. (original) The method of claim 1, further comprising preparing said member 
with markings to facilitate placement of said writings on said member. 



3. (original) The method of claim 2, ftiither comprising moving said member 
from a retracted position to an exposed position prior to storing said writings. 



4. (previously pres6nted)The method of claim 3, wherein said member comprises a 



plank. 



5. (previously presented)The method of claim 4, wherein said moving said member 
comprises sliding said plank to said exposed position. 



6. (previously prese»ted)The method of claim 3, wherein said member comprises a 



drawer. 
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I. (origmal) The method of claim 6, wherein said moviiig said merober 
comprises sliding said drawer to said exposed position. 

8. (original) The method of claim 3, fuither comprising protecting said writings 
with said piece of furniture when said member is in said retracted position. 

9. (previously presented) The method of claim 8, wherein said writings 
commemorate a specific time in history, person, or historical event. 

10. (original) The method of claim % wherein said writings comprise a signature. 

I I . (origmal) The method of claim 9, wherein said writings comprise a date. 

12. (original) The method of claim 1, wherein said writings comprise a carving, 
wood bumijag, etching, brush marks, imprint or stamp. 

13. (original) The method of claim 1, fiixther comprising storing memorabilia 
associated with said writings in a storage compartment in said piece of furniture. 

1 4. (original) The method of claim 2, wherein said markings comprise grooves. 
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15. (original) The method of claim 14, wherein said writings are organized into 
parallel rows using said grooves as guides. 



16-27. (cancelled) 



28. (previously presented)The method of claim 1» further comprising specifically 
designating said member as being intended to receive said handwritten writings in materials 
presented with said furniture when said furniture is olBfered for sale and has not yet received said 



handwritten writings. 



29. (previously presented)The method of claim 1, wherein said surfece comprises a 



wooden surface. 



3 0. (previously presented) The method of claim 2, wherein said markings comprise a 



genealogical form. 



31. (previously presented) The method of claim 30, wherein said genealogical form 
comprises a family tree. 



32. (previously presented) The method of claim 30, wherein said genealogical form 
comprises a pedigree chart. 
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None 



None 



IX. Evidence Appendix 



X, Related Proceedings Appendix 



XL Certificate of Service 



None 
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